Question 1: Memo to Pat Holder
Subject Matter
The ‘123 patent is valid under §101 for subject matter. A patent is invalid if the
patentee is obtaining a patent for laws of nature, physical phenomena, or abstract ideas
(Chakrabarty). Amplifying the sound is not a law of nature or an abstract idea. One may
argue, as in Morse, that the electric signal generated by the tambourine is a physical
phenomenon. However, unlike Morse, Pat is not trying to patent all methods of sending
electronic signals; he is claiming the apparatus of the tambourine and not the process of
sending electronic signals. Therefore, the electric tambourine is valid under subject
matter.
Useful
The ‘123 patent has a valid use under §101. The initial assumption is that
something is operable. Pat has shown that his product is operable because he was able to
use it at the bar and the sound was amplified. The tambourine has a beneficial utility
because the tambourine does not cause harm to society (Lowell). Pat may even argue
that the tambourine enhances music quality and listening enjoyment, which would benefit
the music industry and the public. Additionally, the tambourine has a practical utility.
The invention must have a specific and substantial utility, which is well-defined and
presently available to the public. (Fisher) The invention’s specific purpose is to make the
sound of the tambourine amplified, which has a substantial utility because it helps the
listener hear the tambourine more clearly and loudly. Pat had finished the invention and
used it, which made it presently available and well-defined. Therefore, the electric
tambourine is valid under §101 utility.
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Under §112, the ‘123 patent has to be useful where the written description is full,
clear, concise, and exact as to enable a PHOSITA to make and use the invention with the
best mode to carry it out.
The ‘123 patent enables a PHOSITA at the time of the invention to make or use
the invention without undue experimentation. In the specification, Pat explains clearly to
use a “traditional round tambourine with a skin” and enables this starting material in both
claims (Wands). Pat tells the reader to use an “audio pickup and then glue it to the skin”.
Pat then explains how the sound is transmitted and what to use; “an external amplifier
connected to the tambourine with a cord”. The PHOSITA would be one who is in the
field of building instruments; therefore, the PHOSITA would know what a “traditional
tambourine”, “audio pick-up”, and “external amplifier with cord” is at the time of the
invention to be able to put the three together. Additionally, a PHOSITA would know
how to shake the tambourine to conduct the sound, thus generating the electronic signals.
However, it would be difficult for the PHOSITA to determine where the external
cord should go or how the audio pick-up is placed using just the specification and claims.
The picture shows the wires attached below each metal piece, a battery, and a plug holder
for the external cord. With the aid of the picture and the PHOSITA’s knowledge, the
PHOSITA may be able to make the invention with some experimentation. Pat may argue
that he is not a PHOSITA in the field of building instruments and, with doing some
research in the field, he was able to construct the invention, but this will cause
obviousness problems for Pat later.

Or Pat could argue universal application

(Strahilevitz) from audio pick-ups on other instruments and could include an example
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with his application. However, this would also cause problems for Pat because he
claimed to have no prior art relating to the invention.
The ‘123 patent must have a written description which highlights what is claimed
and claims what is highlighted (Gentry Gallery). Even though the patent is arguably not
enabled, there is description and possession.

Once the amended claim “Means for

connecting to an amplifier” was added, most of the specification had been claimed.
However, the specification highlighted more than what was claimed by stating “the
tambourine may or may not have a handle”. Therefore, I would recommend that Pat
amends the claim, since amending the specification isn’t allowed, to add a claim about a
handle. Once this amendment was made, the patent would be described and Pat would
show possession over the invention.
The ‘123 patent must be definite so others can easily discern the boundaries of
their legal right.

Pat has added a means-plus-function claim stating a “means for

connecting to an amplifier”, which may be considered insolubly ambiguous (Standard
oil). A claim can be construed in light of the specification; therefore, by looking at the
specification, the claim means “a cord” is used to connect to the amplifier. General
knowledge may allow someone to determine, which cord to use since there are certain
connecting devices already on the external amplifier. However, a jury may determine
that Pat needed to be more definite as to what type of cord to use, the length of the cord,
and the method used to connect to the amplifier.
Finally, the ‘123 patent must set forth the mode believed to be the most effective
at the time of the filing date. At the time of filing, Pat needed to set forth the best mode
in his mind and enable a PHOSITA to make or use it (Chemcast). Pat specified that the
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preferred starting material was a “traditional round tambourine with skin” and the
preferred embodiment was to “glue the audio pick-up to the skin”. Pat also found that the
best mode for the cord was to make it longer.

However, Pat did not enable the

PHOSITA, as it was discussed earlier, because he did not explain how to make the
invention and, further, he did not state the claim of the cord with definiteness.
For all of these reasons, the ‘123 patent may be found invalid for utility.
Novelty
Critical Date and Prior Art
The critical date to determine where to look for prior art is based on the date of
invention; which is when the invention was reduced to practice. Pat’s critical date of
invention would be November 1, 2000, when he finished the prototype. However, if
there is a question of diligence a critical date for conception may be reviewed. Even
though Pat dreamed to invent the electric tambourine since childhood, the conception of
the amplified tambourine using an audio pick-up was conceived on October 1, 2000;
thus, being the date of conception. The statutory bar critical date is one year from the
filing date. Pat filed on December 10, 2001, therefore, Pat’s statutory bar critical date
would be December 10, 2000.
To be prior art under §102(a) an invention must be known or used by others in the
US or printed or patented anywhere. The tambourines in the 1970’s; the tambourines
shaped like Music Company’s (MC); and the audio pick-ups connected to string
instruments and amplifiers in the 1950’s are prior art because they were used in the US
prior to the critical date. The 1960 electric guitar manual is a printed publication printed
anywhere. Even though it is printed in German, the manual is still prior art.
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The ‘999 patent would be analyzed as prior art under §102(e). The claims of the
amplified drum, I believe, meet the all elements rule. The audio pick-up is screwed to the
circular base; there are metal pieces connected to the base, which emit audible sounds
when in motion; it has an audio pick-up converting the sounds to electric signals; via a
cord; and there is at least one skin. Also, this patent would enable Pat to make the
electric tambourine. Even though the ‘999 patent wasn’t published until April 15, 2002
and issued February 1, 2004, §102(e) allows backdating, which makes an invention filed
in the U.S. in English prior art if it is before the date of invention. (Milburn). The
inventor of the ‘999 patent was filed on October 15, 2000, which was prior to Pat’s
November 1, 2000, reduction, making the ‘999 prior art.
The Skaardsen Family show would be analyzed under §102(f) because Pat said he
had obtained his idea from the show. Suggestions can defeat an issued patent only if they
embraced the plan of the improvement and would have enabled an ordinary mechanic
without the exercise or ingenuity on his part. (Agawam). The show complained that the
tambourine wasn’t loud enough and it would be better if it could be amplified. The
common phrase on the show was, “I need more tambourine”. Although Pat started to
think about the idea from the show, the show did not enable him to construct the
tambourine. He had studied tambourine technology and amplification for years before he
determined how to make an electric tambourine. Therefore, the show could not be prior
art.
Finally, Pat’s actions may have caused a statutory bar to receive a patent under
§102(b). Pat had used the electric tambourine on stage for 3 hours on December 1, 2000;
therefore, the public use was made prior to the December 10, 2000, critical date.

987F

5

However, Pat could argue that the use was an experimental use because he needed to test
the amplification over a loud crowd and other instruments. Since Pat was relying on the
use for experimentation and not production (City of Elizabeth) and had close control over
the product (Lough), then the experimental exception would probably permit the use.
Additionally, the bar patron’s offer to purchase the invention would not be a bar because
Pat has to be the one making the offer (Tech Air). However, Pat made an offer on
December 15, 2000, to sell the tambourine for commercial use, which puts the invention
on sale. The delivery on December 22, 2000 would also put the invention on sale.
However, both of these dates were after the critical date of December 10 and; therefore,
Pat did not bar himself under §102(b).
New
A patent is invalid if it is not new under §102. The prior art will invalidate a
patent if it is shown to anticipate using the all elements rule and if it enables the
invention. (Robertson) The tambourines from the 1970’s and 1980’s; the audio pickups
connected to string instruments; and the electric guitar manual do not anticipate the ‘123
patent because each element has not been found. The ‘999 patent, as discussed above,
may anticipate the patent because looking at the description all of the ‘123 claims are
listed. The ‘999 patent would also enable Pat to make the tambourine. Therefore, the
patent may be invalidated by the ‘999 patent.
Obvious
A patent is invalid if it is obvious under §103. To analyze obviousness, the
Graham test is applied. First, it the scope and content of the prior art must be determined.
The previous analysis has determined that the tambourines in 1970 and 1980; the audio
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pickups on string instruments; the 1960 guitar manual; and the ‘999 patent are prior art to
the ‘123 patent. All of these are in the scope of the electric tambourine because they are
all in the music field. Second, one has to ascertain the difference between the prior art
and the claims at issue. The ‘123 patent is different from the tambourines in the 1970’s
and 1980’s because they don’t include the audio pick-up. The ‘123 patent is different
from the audio pick-up on the guitars and the electric guitar manual because the string
instruments don’t contain the same elements as described in the ‘123 patent containing
skin, metal, and a circular base. The ‘999 patent is different because it has two skins
instead of one; the pieces of metal emit different sounds; and the tambourine is a
handheld instrument.
Third, one must find the level of skill in the pertinent art. Looking at all of the
art, the PHOSITA would be a maker of instruments. Fourth, one must determine the
obviousness of the subject matter. If the PHOSITA would take all the prior art and pin it
to the walls and look at it (Seldin), it is my opinion that the tambourine would be
obvious.

A PHOSITA would take the tambourine model, use the audio pick-up

connecting instructions and device, and combine the parts by following the ‘999 patent.
Therefore, the ‘123 patent invention would be obvious.
However, Pat could attempt to argue the fifth part of the Graham test, commercial
success or long felt but unresolved issue. However, since Pat has not received any
revenue since the one-time sale, then it would be difficult to argue commercial success.
Also, the only long felt but unresolved issue seems to stem from a fictional television
show; which is unlikely to support Pat’s argument.
Conclusion: For all of these reasons, Pat is unlikely to maintain a patent on his invention.
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Question 2
Infringement
MC should expect an infringement claim brought against them by Pat. MC began
selling it’s own version of the electronic tambourine on July 1, 2003, which was before
the ‘123 patent issued and then during the allotted 20 year protection by Pat’s ‘123
patent.
First, Pat would have to determine direct infringement under §271(a) by using the
all elements rule.

The MC device contains a handle, with an audible pick-up that

converts the audible sound into an electric signal; and a wireless transmitter. The MC
device does not meet the all elements rule because it does not have at least one skin and
does not literally connect to an amplifier. Not all of the elements are present; therefore
MC would not infringe.
Second, Pat would attempt to find infringement by using claim construction. He
could either use the Phillips methodology or the Cannons of Claim Construction; most
use the cannons. First the claims should be evaluated by their ordinary meaning. The
‘123 patent means a tambourine with an audio pick-up attached to an amplifier by a cord.
Looking at the specification a handle or no handle could be allowed. The claim of at
least one skin is clear and is not found in the MC device.
Pat may argue that the claim should be constructed to include a wireless
connection to the amplifier and a tambourine without skin. The ordinary language of the
claim requires a skin and requires a cord. First, the specification would be reviewed.
Pat’s preferred embodiment is a traditional tambourine with a skin, which may have
disclaimed tambourines without skin. For the “connection”, in a means-plus-function
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evaluation, Pat is not limited to the preferred embodiment set forth in the specification,
but an equivalence analysis is needed if he wants to try to disclose something else. In the
specification the way the amplifier is connected to the tambourine is “via a cord”.
Therefore, it would be presumed that Pat meant a cord. Pat may try to interpret the
wireless connection as an equivalent by stating that a connection could mean wireless
connection.
Next, the prosecution history would be reviewed. Pat’s entire patent was rejected
for non-usefulness when it did not contain a method of connection to the amplifier.
Afterwards, Pat amended the claim adding language to each of the claims and added a
means-plus-function claim. Pat would have to argue equivalence for the connection.
Since his amendment for adding the connection was not limiting he may be able to argue
he included a wireless connection. Finally, testimony, dictionaries, and treatises would
be reviewed to determine the definition of “connection” It would be possible to find a
definition of “connection” to mean wireless. After going through claim construction, MC
would be required to show that their device is useful, new, and nonobvious.
Pat may also argue the Equivalents Doctrine. The question is whether the devices
have the same function, in the same way, with the same result. (Winans) The devices
have the same function because they both were made to amplify the sound of the
tambourine. The devices function in the same way because once the device is hit, the
metal emits a sound, which is transmitted into an electric signal and the signal is sent to
an amplifier. The devices have the same result because the sound is then amplified.
However, since Pat amended most of his claims to be narrower so he could obtain his
patent, he may not seek infringement under the Equivalents Doctrine.
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Defenses
MC has several defense options, even though it would be difficult for Pat to find
infringement. First, MC would be able to argue that the patent was invalid. Please see
question 1 for all the ways the patent could be found invalid.
Next, MC could also argue reverse doctrine of equivalents. MC could argue that
even if all the elements were found to be the same under the cannons of claim
construction, the new MC device was far better because of the wireless connection.
(Scripps) MC could argue that most members of bands or entertainers prefer to move
around the stage. Therefore, the wireless connection provided free movement, which
would allow the entertainer to increase entertainment value and the public would benefit
from that entertainment more.
Finally, MC could attempt to argue inequitable conduct. Since, Pat put in his
specification that there was no prior art relating to this invention other than a tambourine;
MC may be able to argue that Pat fraudulently misled the PTO in order to obtain a patent.
The ‘999 patent is strong prior art that was important to this invention and gave cause for
invalidity (see question 1). Further, Pat had admitted to researching tambourines and
amplifier technology for years, which would mean he should have had references for
audio pick-ups. MC would have a hard standard to prove to show intent to deceive the
PTO in order to obtain the patent. However, based on the strong materiality, the sliding
scale may allow for little intent and MC could prove by clear and convincing evidence
that Pat’s patent should be invalidated for inequitable conduct.
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Question 3
Injunctive Relief
Pat would be able to obtain injunctive relief to keep MC from manufacturing and
selling any more tambourines if he is able to show likelihood of success on the merits;
balance of hardships; irreparable harm; and public interest.
Since it is assumed that MC infringed, Pat is able to show success on the merits.
Pat would further have to argue that the hardships fall more on his side than they would
on MC. Pat has spent his childhood and adult life dreaming up and inventing the electric
tambourine. He spent time and money doing research and constructing the invention.
Further, he has been unable to sell any of his products, which makes it difficult when
someone is infringing on his patent. MC would argue that they have manufacturing
equipment, employees, costs, and time. However, the interest is not to help the infringer;
therefore, it is more likely that the hardships would fall on Pat’s side. Next, Pat would
argue irreparable harm. Pat has not sold any of his tambourines and, now that an
infringer has created a wireless electric tambourine, why would any one want to by Pat’s
invention. Therefore, Pat has been irreparably harmed by the MC device. Finally, Pat
would have to show public interest. MC may argue that the wireless device would be
taken from the public domain, which is something the courts try not to do. However, Pat
could argue public policy that, the purpose of a patent is to protect inventors and if
inventors are not protected when they disclose, then inventors will lose the incentive to
disclose; thus, there would be less inventions resulting in great public loss.
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For these reasons, permanent injunctive relief should be permitted. Additionally,
if MC would continue to infringe, Pat could wait one year and get treble damages,
attorney fees, and prejudgment interest.
Lost Profits
For Pat to recover lost profits the court must look at demand, absence of
substitutes, capability to sell, and the amount of profit. (Panduit and Rite Hite). There
has been a demand for amplified tambourines. Pat received an offer after using the
tambourine in public for only three hours. He then sold a tambourine. Further, the
wireless tambourine has produced $500,000 in profits. However, this may be because it
is wireless and the demand for the cord connected tambourine may be less. Since Pat’s
electric tambourine was patentable, this usually means that it was unique and had no
other substitutes.

The only other substitutes might be a non-amplified, regular

tambourine. Pat will have a hard time arguing capability to sell since he has not sold any
tambourines since the first one. However, Pat should argue “but for” the infringement on
his patent he would have sold his patented item and received lots of revenue. Finally, Pat
would have to show loss of profit. Pat may argue a loss of $400,000 from the time his
patent issued based on the price MC’s device was sold at.
It is unlikely for Pat to receive lost profits. However, if the court finds his
argument persuasive, Pat can only recover $400,000 since this was the amount profited
by MC once the ‘123 patent was issued.
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Question 4
Pick-up would not be held liable for three reasons:
1. Pick-up has not induced infringement because the facts do not state there is
specific intent to encourage a purchaser from their store to purchase an audio
pick-up for the purposes of constructing an electric tambourine.
2. Pick-up could try to argue that they did not know about the patent or of the
infringing activity and have always been in the business of selling audio pick-ups.
3. Pick-up could argue that there isn’t an end user who has put the audio pick-up on
a tambourine and connected it to an amplifier.
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